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Foe Uhony 
and 
Deszga + ppncanen, 


MERCHANT, GOULD, SMITH, EDELL, WELTER & SCHMIDT 


United States Patent Application 
+ eerie COMBINED DECLARATION AND POWER OF ATTORNEY 


As a below named inventor I hereby declare that: my residence, post office address and chtizenship are as stated 
below next to my name: that 


I verily believe I am the original, first and sole inventor (if only one name is listed below) or a joint inventor 
(if plural inventors are named below) of the subject matter which is claimed and for which a patent is sought on 
the invention entitied: 


inact TITLE of lneenaot FERTILE TRANSGENIC CORN PLANTS 





Crock ome & ‘The specification of which 

a O is atached hereto 

b XKwas filed on____January 22, 1990 
How erected comine gs application serial no..07/467 983 

and was amended on, sins sisipreio con tiernnaranccarrcineenian tN apptaDle) 
if PGT Applicetion {in the case of 2 PCT-filed application} 


lanes be. applcaeseny 7 Semed tn i . 
pomvct di fieng dur described and claimed in international no 


fied. 





and as amended on if any), which [have reviewed and for which I solicit 
a United States patent. 


Thereby state that [ have reviewed and understand the contents of the above identified specification, including the claims, 
as amended by any amendment referred to above. 


I acknowledge the duty to disclose information which is material to the examination of this application in esrordance 
with Title 37, Code of Federal Regulasions, § 1.56(a) (Reprinted on back ride}. 


L hereby claim foreign priority benefits under Title 35, United States Code, § 119/365 of any forcign application(s) for 


A 


patent of inventor's certificate listed below and have alse identified below any forcign spplication for patent of inven- 
tor’s certificate having a filing date before that of the npplication on the basis of which priority is claimed: 

Prime spplicn ion 

Check aor b a. 3} no such applications have been filed 


b ©) such applications have been filed as follows: t 


FOREIGN APPLICATION(S}, IF ANY. CLAIMING PRIORITY UNDER 35 USC 119 
DATEQFFILING | DATE OF ISSUE 
COUNTRY APPLICATION NUMBER (day month, year) 





Hop rhevted menace 


L hereby claim the benefit under Tide 36, United States Code, § 120/365 of any United States and PCT international 
application(s) listed below and. insofar as the subject matier of cach of the claims of this application is not disclosed 
in the prior United States application in the manner provided by the first paragraph of Title 35, United States Code, 
§ 112, 1 acknqwledge the duty to disclose mascrial information as defined in Title 37, Code of Federal Reguiztians, 
§ 158{a) which occurred between the filing date of the prior application and the ontional or PCT international filing 
date of this application. 
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| hereby appoint the following atiorncy(s) and/or agent(s} to prosecute this application and tp transact all business in 
the Patent and Trademark Office connected therewith: 


John D, Gould, Reg. No. 18,223; Phillip H. Smith, Reg. No. 20,476; Robert T. Edeli, Reg. No 20,187: Paul A. 
Welter, Reg. No. 20,890; Cecil C, Schmidt Rep. No. 20.566; John § Sumners. Reg Na. 24,216; Alan G. Carlson, 
Reg, No. 25,959; Michael L. Schwegman. Reg. No. 25,.Bi6; Earl D. Reiland. Reg. No. 25.767; Charies E. Golta. 
Reg. No, 26,896; Dougtas J. Williams. Reg. No. 27.054; Dougias A Strawbridge, Reg. No. 28.376; Albert 
Underhill, Reg. No. 27,403: Norman P. Friederichs, Reg. No. 24,919; Michael B. Lasky, Reg. No. 29.555; Cunis 
B Hamre, Reg. No. 29,165; Michael D. Schumann. Reg. No. 30,422; Michac! L. Mau, Reg. No, 30,087, Mark 
J. DiPietro, Reg. No. 28,707; John A. Ciifford, Reg. No. 30.247; Janct R. Westrom, Reg, No. 30,703; Steven W. 
Lundberg. Reg. No. 30,568; Warren D. Woessner, Reg. No. 30,440; Alan W. Kowaichyk, Reg. Ne. 31,535; Michael 
§ Sherrill, Reg. No. 32.302; Danie? W. McDonald, Reg No. 32.044; Timothy R, Conrad. Reg. No, 30,164; Janice 
iL. Umbel, Reg, No. 31,201; R. Carl Moy, Reg. No. 30,725; Robert C. Freed, Reg. No, 32,569; Daniel J. Kluth, 
Reg. No. 32.146; Wendy M. McDonald. Reg. No. 32.427; Linda M, Byrne. Reg. No, 32,404; Mark D, Schuman. 
Reg. No, 31,197; Randall A, Hillson, Reg. No. 31.838; Joha P, Sumner. Reg. No 29.514; Bran H. Bateli, Reg. 
No, 32.960; David K. Tellekson, Reg. No. 32.314; John J. Gresens. Reg. No. 33,112; John L. Knoble. Reg. No. 


32.387: Albin J, Nelson, Reg. No. 28,650; and Robert C. Beck. Reg. No. 28.124. and Janice M. Mueller, 


F haeBy aaliiorize them to act and rely on instructions from and communicate directly with the person] assignes/ 


aitorney/firm/ organization} whof which first sends/sent this case to them and by whom/ which i hereby declare 
That | have consented after full disclosure to be represented unless/ until Linstruct Merchant, Gould to the contrary 


Please direct ail correspondence in this case to Merchant. Gould. Smith. Edell. Wehter & Schmidt at the address 
indiested below (or if no address is specified, the first address): 


XK 3100 Norwest Center, Minneapolis, MN 55402 (1000 Norwest Center, St Paul, MN 5510} 
Telephone No. (612) 332-5300 Telephone No. 612} 298-1055 


I hereby declare that alf statements made herein of my awn knowledge are true and that all statements made on © 


information and belief are believed to be true; and further that these statements were made with the knowledge 
that willful false statements and the like so made are punishable by fine or imprisonment, or both. under Section 
{001 of Tite 18 of the United Staics Code and that such willful false statements roay jeopardize the validity of 
the application of any patent issued thereon 











FULL, SAME FIRST CIVEN NAME XECOMD GIVEN NAME 
WVENTOR q Ronald c. - 
S KESIDEKTE & crry STATE O8 FOREIGH COUNTRY COUNTRY OF CITIZEMSHEP 
Ry Heese binnetonka Minnesota U.S.A. 
POST OFFICE POST OFFICE ADDRESS emy STATE & TIP CODECCOUNTRY 
apoRESS 1490} Clear Spring Road Minnetonka WN 55345 D.S.A. 
FULL ame FIRST GIVEN NAME SECOND GIVEN HAME 
INVENTOR David A. 
pesinencea: | CITY STATE OR FOREIGN COUNTRY | COUNTRY OF CITIZENSHIP 
CTTZENSHIP IBY oomington Minnesota U.S.A. 
POST GEFICE POST OFFICE ADDRESS cry STATE E DF CODLCOURTRY 
aDoRESS § 41424 Kell Road Bioomington MN 55437 U.S.A- 
FOLL NAME 
OF 
RESIDENCE & STATE OR FOREIGN COUNTRY TOUNTRY OF CITIZENSHIP 
= CITIZENSHIP 
POST OFFICE POST OFFICE ADDRESS SYATE 2 Zit CODL COUNTRY 
ppooess 


SIOHATPRE DF IFVERTOR TD = fy. : RWC ne 

eA = 
¢ 

For Additional lnventors: 


DATE yg 
(J Cheek Sox and attach sheet with same information. including date and signature 
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S/N _08/677.695 PATENT 
IN TED STATE TENT TRADEMARK OFFICE 

Applicant: Ronald C. Lundquist et al. Examiner: G. Benzion 

Serial No.: —_ 08/677,695 Group Art Unit: 1803 

Filed: July 10, 1996 Docket: 950.001US4 

Title: METHOD FOR PREPARING FERTILE TRANSGENIC CORN PLANTS 








PRELIMINARY AMENDMENT 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


Sir: 
Prior to the first Office Action, please amend the above-identified application as 


follows: 


In the Claims 


Cancel claims 19-22 and add the following claims: 


23. | Aprocess for producing a fertile transgenic Zea mays plant comprising the steps of 
(i) bombarding intact regenerable Zea mays cells with DNA-coated microprojectiles; 
(ii) identifying or selecting a population of transformed cells; and (iti) regenerating a 
fertile transgenic plant therefrom, wherein said DNA is transmitted through a normal 


sexual cycle of said transgenic plant to progeny plants. 


24. The process of claim 23 wherein the fertile transgenic Zea mays plant is regenerated from 


transformed embryogenic tissue. 
25. The process of claim 23 wherein the cells are derived from immature embryos. 


26. The process of claim 23 wherein said DNA is expressed so as to impart herbicide 


resistance to said progeny plants. 
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The process of claim 23 wherein said DNA is expressed so as to impart insect resistance 


to said progeny plants. 


The process of claim 27 wherein said DNA encodes a Bacillus thuringiensis endotoxin. 


The process of claims 27 or 28 wherein said DNA construct further comprises a 


selectable marker gene or a reporter gene. 


A seed produced by said progeny plant of claim 23. 


A progeny Zea mays plant derived from the seed of claim 30, wherein said plant 
expresses said DNA. 


A process for producing a fertile transgenic Zea mays plant comprising the steps of 

(i) bombarding intact regenerable Zea mays cells with DNA-coated microprojectiles; 
(ii) identifying or selecting a population of transformed cells; (iii) regenerating a fertile 
transgenic plant therefrom; and (iv) obtaining a progeny plant from the fertile transgenic 
plant of step (iii), wherein said DNA is transmitted through a complete sexual cycle of 
said transgenic plant to said progeny plant. 


The process of claim 32 wherein said fertile transgenic plant of step (iii) is regenerated 


from transformed embryogenic tissue. 


The process of claim 32 wherein said regenerable Zea mays cells are derived from 


immature embryos. 


The process of claim 32 wherein said DNA is expressed so as to impart herbicide 


resistance to said progeny plant. 
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39. 


40. 


41. 


42. 


The process of claim 32 wherein said DNA is expressed so as to impart insect resistance 


to said progeny plant. 


The process of claim 36 wherein said DNA encodes a Bacillus thuringiensis endotoxin. 


The process of claims 36 or 37 wherein said DNA construct further comprises a 


selectable marker gene or a reporter gene. 


A seed produced by said progeny plant of claim 32. 


A progeny Zea mays plant derived from the seed of claim 39, wherein said plant 
expresses said DNA. 


A method of producing a fertile transgenic Zea mays plant, comprising: 

(a) cultivating a fertile transgenic Zea mays plant produced by a process comprising 
(i) bombarding intact regenerable Zea mays cells with DNA-coated 
microprojectiles; (ii) identifying or selecting a population of transformed cells; 
and (iii) regenerating a fertile transgenic plant therefrom, wherein said DNA is 
transmitted through a normal sexual cycle of said transgenic plant to yield a 
transgenic progeny plant; 

(b) obtaining said transgenic progeny Zea mays plant, the genome of which has been 
altered by said DNA, wherein said DNA is expressed so that the transgenic 
progeny plant exhibits one or more phenotypic characteristics that render it 
identifiable over the corresponding untransformed Zea mays plant which does not 
comprise said DNA construct, and wherein the DNA is transmitted through a 
normal sexual cycle of the transgenic progeny Zea mays plant to progeny plants. 


The method of claim 41 wherein said phenotypic characteristic is herbicide resistance. 


0002458 


Case 1:04-cv-00305-SLR Document 224-3 Filed 01/11/2006 Page 10 of 50 


43. 


44. 


45. 


46. 


47. 
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The method of claim 41 wherein said phenotypic characteristic is insect resistance. 


The method of claim 43 wherein said DNA construct encodes a Bacillus thuringiensis 


endotoxin. 


The method of claims 43 or 44 wherein said DNA construct further comprises a 


selectable marker gene or a reporter gene. 


A seed produced by said transgenic progeny plant of claim 41. 


A progeny Zea mays plant derived from the seed of claim 46, wherein said plant 
expresses said DNA construct so that the progeny plant exhibits said phenotypic 


characteristics. 


A method of producing a fertile transgenic inbred Zea mays plant, comprising: 

(a) cultivating a fertile transgenic Zea mays plant produced by a process comprising 
(i) bombarding intact regenerable Zea mays cells with DNA-coated 
microprojectiles; (ii) identifying or selecting a population of transformed cells; 
and (iii) regenerating a fertile transgenic plant therefrom, wherein said DNA is 
transmitted through a normal sexual cycle of said transgenic plant to the 
transgenic progeny plants; 

(b) crossing a member of a nontransgenic inbred Zea mays line to said transgenic 
progeny plant; 

(c) recovering a fertile transgenic progeny plant that comprises said DNA construct; 
and 

(d) repeating steps (b) and (c) to yield said fertile transgenic inbred Zea mays plant, 
the genome of which has been altered by said DNA, wherein said DNA is 
expressed so that the transgenic inbred plant exhibits one or more phenotypic 


characteristics that render it identifiable over the corresponding untransformed 
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Zea mays plant which does not comprise said DNA construct, and wherein the 
DNA is transmitted through a normal sexual cycle of the transgenic inbred Zea 
mays plant to progeny plants. 


49, ‘The method of claim 48 wherein said phenotypic characteristic is herbicide resistance. 
50. The method of claim 48 wherein said phenotypic characteristic is insect resistance. 


51. The method of claim 50 wherein said DNA construct encodes a Bacillus thuringiensis 


endotoxin. 


52. The method of claims 50 or 51 wherein said DNA construct further comprises a 


selectable marker gene or a reporter gene. 
53. | Aseed produced by said transgenic inbred Zea mays plant of claim 48. 


54. A progeny Zea mays plant derived from the seed of claim 53, wherein said plant 
expresses said DNA construct so that the progeny plant exhibits said one or more 


phenotypic characteristics. 


55. A method of producing a fertile transgenic hybrid Zea mays plant, comprising: 

(a) cultivating a fertile transgenic Zea mays plant produced by a process comprising 
(i) bombarding intact regenerable Zea mays cells with DNA-coated 
microprojectiles; (ii) identifying or selecting a population of transformed cells; 
and (iii) regenerating a fertile transgenic plant therefrom, wherein said DNA is 
transmitted through a normal sexual cycle of said transgenic plant to the progeny 
plants; 

(b) crossing a non-transgenic inbred Zea mays line with said transgenic Zea Mays 


plant, and 
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61. 


62. 


63. 


64. 


(c) recovering said fertile transgenic hybrid Zea mays plant, the genome of which has 
been altered by the introduction of said DNA, wherein said DNA is expressed so 
that the transgenic hybrid plant exhibits one or more phenotypic characteristics 
that render it identifiable over the corresponding untransformed Zea mays plant 
which does not comprise said DNA, and wherein the DNA is transmitted through 


a normal sexual cycle of the transgenic inbred Zea mays plant to progeny plants. 


The method of claim 55 wherein said phenotypic characteristic is herbicide resistance. 


The method of claim 55 wherein said phenotypic characteristic is insect resistance. 


The method of claim 57 wherein said DNA construct encodes a Bacillus thuringiensis 


endotoxin. 


The method of claims 57 or 58 wherein said DNA construct further comprises a 


selectable marker gene or a reporter gene. 

A seed produced by said fertile transgenic hybrid Zea mays plant of claim 55. 

A progeny Zea mays plant derived from the seed of claim 60, wherein said plant 
expresses said DNA construct so that the progeny plant exhibits said one or more 


phenotypic characteristics. 


The process of claim 26, 35, 42, 49 or 56 wherein the DNA encodes resistance to 
glyphosate. 


The process of claim 62 wherein the DNA encodes ESPS synthase. 


The process of claim 26, 35, 42, 49 or 56 wherein the DNA encodes resistance to 
6 
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74. 


75. 


daiapon. 


The process of claim 26, 35, 42, 49 or 56 wherein the DNA encodes resistance to 


an imidazolinone herbicide. 


The process of claim 26, 35, 42, 49 or 56 wherein the DNA encodes resistance to 


a sulfonylurea herbicide. 


The process of claim 26, 35, 42, 49 or 56 wherein the DNA encodes resistance to 
bromoxynil. 


The process of claim 29, 38, 45, 52 or 59 wherein the selectable marker gene encodes 


antibiotic resistance. 


The process of claim 68 wherein the gene encodes resistance to bleomycin. 


The process of claim 68 wherein the gene encodes resistance to hygromycin. 


The process of claim 68 wherein the gene is the Apt gene. 


The process of claim 68 wherein the gene encodes resistance to neomycin, kanamycin or 


G418. 


The process of claim 72 wherein the gene is the mptII gene. 


The process of claim 72 wherein the gene is the npr gene. 


The process of claim 29, 38, 45, 52 or 59 wherein the selectable marker gene encodes 


methotrexate resistance. 


f 
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The process of claim 75 wherein the gene is a dihydrofolate reductase gene. 


The process of claim 76 wherein the gene is a bacterial dihydrofolate reductase gene. 


The process of claim 76 wherein the gene is a eukaryotic dihydrofolate reductase gene. 


The process of claim 29, 38, 45, 52 or 59 wherein the reporter gene is the 


chloramphenicol acetyltransferase gene. 


The process of claim 29, 38, 45, 52 or 59 wherein the reporter gene is the beta- 
glucuronidase gene. 

The process of claim 29, 38, 45, 52 or 59 wherein the reporter gene is the luciferase gene. 
The process of claim 81 wherein the reporter gene is a bacterial luciferase gene. 


The process of claim 81 wherein the reporter gene is a firefly luciferase gene. 


The process of claim 29, 38, 45, 52 or 59 wherein the reporter gene is the beta- 


galactosidase gene. 


The process of claim 27, 36, 43, 50 or 57 wherein the DNA encodes a protease inhibitor. 


The process of claim 85 wherein the DNA is the cowpea trypsin inhibitor gene. 


The process of claim 85 wherein the DNA is the potato proteinase inhibitor Il gene. 


In the Specification 
At page 11, line 20, after "in" please delete “Weising, supra.” and insert -- Table 1 
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-- and insert the following Table 1: 
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At page 11, line 31, after "in" please delete “Weising et al., supra” and insert -- Table 


2- -- and insert the following Table 2: 
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At page 12, line 15, delete “Weising et al, supra” and insert -- Table 2 — therefor. 
At page 33, line 3, delete "Table 1" and insert -Table 3--. 

At page 33, line 15, delete "Table 1" and insert ~Table 3--. 

At page 33, line 16, delete "TABLE 1" and insert --] ABLE 3--. 

At page 39, line 5, delete "Table 2" and insert --Table 4--. 

At page 39, line 13, delete "TABLE 2" and insert -- TABLE 4 -- therefor. 


REMARKS 

Claims 19-22 having been canceled and claims 23-87 having been added, the claims 
now pending in the application are claims 23-87. 

The amendments to the specification at page 11, to add Table 1 and Table 2, are 
supported by the incorporated by reference into the application of K. Weising et al.; Annu. Rev. 
Gent., 22, 421 (1988), at page 10, lines 30-31 of the specification. Table 1 appears in Weising as 
“Table 3" while Table 2 appears in Weising as “Table 1.” The undersigned attorney for 
Applicants certifies that Table 1 and Table 2 are identical to Table 3 and Table 1 of the Weising 
et al. reference, respectively, with the exception that the citations to the literature given in the 
reference have been reproduced in full in Table 1. 

New claims 23 and 32 are supported in the specification at page 6, lines 4-7 and lines 
19-23; page 8, lines 1-2; page 14, lines 1-36 and at page 15, lines 1-17. New claims 24 and 33 
are supported in the specification at page 7, lines 35-36. New claims 25 and 34 are supported in 
the specification at page 9, lines 7-11. 

New claims 26, 35, 42, 49, and 56 are supported in the specification at page 11, lines 
9-14 and at page 12, lines 6-8. New claims 27, 36, 43, 50 and 57 are supported in the 
specification at page 11, lines 11-14 and by original claim 8. New claims 28, 37, 44, 51 and 58 
are supported it the specification at page 11, lines 15-16. 

New claims 29, 38, 45, 52 and 59 are supported in the specification at page 10, lines 
32-36; page 11, lines 24-27 and by originally filed claim 9. New claims 30, 39, 46, 53 and 60 are 
supported in the specification at page 5, lines 32-34; page 6, lines 15-17; page 7, lines 14-18 and 
by originally filed claim 13. New claims 31, 40, 47, 54 and 61 are supported in the specification 
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at page 5, lines 32-34; page 6, lines 15-17; page 7, lines 14-18 and by originally filed claim 16. 

New claim 41 is supported in the specification at page 5, lines 32-34; page 6, lines 
15-17 and at page 7, lines 14-18. New claim 48 is supported in the specification at page 20, 
paragraph 1. New claim 55 is supported in the specification at page 19, lines 28-36 and at page 
20, lines 1-17. 

New claims 62, 64-67 and 75 are supported by the specification at page 12, lines 4-5. 

New claim 63 is supported at page 11, lines 14-15 of the specification. 

New claim 68 is supported by the specification at page 11, lines 29-30. 

New claims 69, 74, 76-78, 81-82 and 84 are supported by Table 2. 

New claim 70-71 are supported at page 6, lines 21-24 of the specification. 

New claims 72-73 are supported at page 12, lines 1-3 of the specification. 

New claim 79 is supported at page 12, line 16 of the specification. 

New claim 80 is supported by the specification at page 23, lines 31-33. 

New claim 83 is supported by the specification at page 24, lines 3-5. 

New claim 85 is supported at page 11, line 13 of the specification. 

New claims 86-87 are supported by Table 1. 
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When the Examiner takes the application up for the first Office Action, consideration 
of these Amendments and Remarks presented herein is respectfully requested. 
Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, 
WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 
(612) 373-6903 


Date te Vo (296 By Po? a 


Warren D. Woessner, Ph.D. 
Reg. No. 30,440 


I hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C, 20231 on Noy.8, 1996. 


CANIDAL K. Fin boron Ee 


Name Signature 
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Sir: 
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review in connection with the above-identified patent application. Pursuant to the provisions of 
MPEP 609, Applicants request that a copy of the Forms 1449, marked as being considered and 
initialed by the Examiner, be returned with the next official communication. 

Applicants respectfully request consideration of these references during 
prosecution of the above-identified application. Examiner is respectfully requested to consider 
for this application all documents submitted to the U.S. Patent Office in connection with 
Applicants’ prior U.S. application. The above-identified application is a continuation of U.S. 
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